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This is a request for a pre-appeal conference to review the issues to be appealed to the Board 
of Patent Appeals and Interferences. 

The single rejection in this application is a rejection of claims 1-17 and 20, all of the claims 
pending in the application, under 35 U.S.C. § 1 12, first paragraph. The rejection appears to based 
on lack of enablement as opposed to inadequate written description since the Examiner is referring 
to undue experimentation. According to the Examiner, the specification provides insufficient 
guidance and direction to enable a person skilled in the art to practice the invention. 

In Applicant's response to the last Office Action, the Applicant pointed out to the Examiner 
detailed information disclosed in the specification regarding examples of crude oil that can be 
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employed in the invention, distilling conditions, and temperatures and pressures in the hydrotreating 
units. The Examiner's attention was also directed to examples in the specification. The Examiner's 
response was that the arguments were insufficient. The Examiner based summarily stated that he 
"maintains that since the claims do not include any specific conditions required to produce the 
product and the specification does not disclose a combination of feed types, conditions and catalysts 
that can be used to produce the claimed product, one of ordinary skill in the art would have to 
perform a level of experimentation that is undue in order to perform the claimed invention to 
produce the claimed product." No other reasons were given in response to the details set forth in 
Applicant's response. 

The Examiner's response is conclusionary and does not present any cogent scientific 
reasoning based on the prior art of record as to why the details set forth in Applicant's last response 
would not have provided a person having ordinary skill in the art with sufficient disclosure of the 
conditions to practice the invention. The types of crude oils are disclosed (feed types) and the 
temperatures and pressures for the distilling and hydrotreating conditions are disclosed. The types 
of catalysts that can be employed are any conventional catalysts used in hydrotreating conditions 
(see p. 15, lines 26-29 of the specification). The Examiner has not presented any evidence or basic 
scientific reasoning as to why a person skilled in the art could not practice the invention based on 
the disclosure in the specification. From the detail disclosed in the specification, such a person 
would have been able to practice the invention without any undue experimentation. 

For all of the foregoing reasons, it is respectfully requested that the rejection under 35 
U.S.C. 1 12, first paragraph, be reconsidered and withdrawn. 
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To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 



Respectfully submitted, 



McDERMOTT WILL & EMERY LLP 




Cameron K. Weiffenbach 
Registration No. 44,488 



600 13 in Street, N.W. 
Washington, DC 20005-3096 
Phone: 202.756.8000 CKWxkw 
Facsimile: 202.756.8087 
Date: October 3, 2006 



Please recognize our Customer No. 20277 
as our correspondence address. 
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